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DETAILED ACTION 
Election/Restrictions 

Applicant's election of the species of n-stearoyl-dihydrosphingosine (also known as n- 
stearoyl-sphinganine) for the ceramide; surfactant for the additional ingredient; Biot-VGVAPG 
for the polypeptide; and solution for the form in the reply filed on 6/5/07 is acknowledged. 
Because applicant did not distinctly and specifically point out the supposed errors in the 
restriction requirement, the election has been treated as an election without traverse (MPEP 
§ 818.03(a)). 

Claims 22,23,24,29,30,33,37 are withdrawn from further consideration pursuant to 37 
CFR 1 .142(b) as being drawn to a nonelected species^ there being no allowable generic or 
linking claim. Election was made without traverse in the reply filed on 6/5/07. Specifically, the 
claims are withdrawn as being drawn to a nonelected additional ingredient (claims 22,30), 
polypeptide (claims 23,24,29,37), or form (claim 33). 

Claims 1-21,25-28,31-32,34-36,38 are under consideration. 

In the course of searching for the elected species other prior art to nonelected species was 
uncovered and is cited herein. It is noted that the claims have been examined with regard to the 
elected species, not the complete genus of species claimed. Compliance with, for example, 35 
use 112 1^ paragraph (written description) has only been considered with regard to the elected 
species and not to the complete genus of species claimed. 
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Claim Objections 

Claims 7,16 are objected to under 37 CFR 1.75(c), as being of improper dependent form 
for failing to further limit the subject matter of a previous claim. Applicant is required to cancel 
the claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or rewrite the 
claim(s) in independent form. 

In the instant claims, language such as 'wherein xxx' do not limit the scope of the claim 
because the claims do not limit the base claim in either structural or compositional matters. 



Specification 

The disclosure is objected to because of the following informahties: 

The use of the trademarks (such as BIOPEPTIDE EL and MATRIXYL page 2) has been 

noted in this application. It should be capitalized wherever it appears and be accompanied by the 

generic terminology. 

Although the use of trademarks is permissible in patent applications, the proprietary 
nature of the marks should be respected and every effort made to prevent their use in any manner 
which might adversely affect their validity as trademarks. 

Appropriate correction is required. 
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Information Disclosure Statement 
The information disclosure statement (IDS) submitted on 5/26/04 has been considered by 
the examiner. It is noted that only an abstract has been provided for the foreign patent document 
identified as JP-JP 2000 136124. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 21,25,28 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Regarding claim 28, the phrase "preferably" renders the claim indefinite because it is 
unclear whether the limitation(s) following the phrase are part of the claimed invention. See 
MPEP § 2173.05(d). 

Claim 25 recites 'human in need of same'. There is insufficient antecedent basis for the 
term 'same' in the claim. The claim initially recites 'skin aging', but it is not clear why a human 
would be in need of skin aging. 

Claim 21 recites what appears to be alternatives which typically are linked by the term 
'or' (compare claim 33) or by a Markush type grouping (compare claim 34). However, by 
linking the alternatives with 'and' the claim is unclear as to whether the ingredients are 
alternatives or if all ingredients are included in the composition. For purposes of examination, 
the claim has been treated as if the ingredients are listed as alternatives. 
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Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

Claims 28,31, are rejected under 35 U.S.C. 102(a) as being anticipated by Seiberg et al. 
(US 2002/01927219 as cited in the IDS). 

Briefly, claims 28 and 31 are drawn to a cosmetic composition comprising a polypeptide 
of a particular formula. 

Seiberg et al. teach peptide compositions for cosmetic application (claim 1) including 
peptides (section 0017) such as Stearatoyl-Val-Gly-Val-Ala-Pro-Gly-OH (claim 3) which meets 
the limitations of the current claim proviso since Ri is not palmitoyl or H. The composition 
includes at least one other ingredient, a pigment (claim 1), and the amount of peptide ranges 
from 0.001%-10% by weight (section 0030). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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Claims 1-21,25-28,31-32,34-36,38 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Seiberg et al. (IJS 2002/01927219 as cited in IDS), Lintner (US 6,620,419), 
and Cauwet-Martin et al. (US 5,830,48 1). 

Seiberg et al. teach peptide compositions (claim 1) including peptides (section 0017) such 
as H2-Val-Gly-Val-Ala-Pro-Gly-NH2 and Palmitoyl-Val-Gly-Val-Ala-Pro-Gly-OH (claim 3), for 
cosmetic applications, Seiberg et al, teach that the topical composition can further comprise 
ceramides and surfactants (section 0051-0052). Seiberg et al. teach that the composition can be 
in the form of a solution (section 0034-0035) and the amount of peptide ranges from 0,001%- 
10% by weight (section 0030). Further, Seiberg et al. teach a topical administration of the 
peptide containing composition to the skin (claini 15). Specifically, compositions were applied 
topically twice a day (section 0066). 

The difference between the teachings of Seiberg and the instant claims, is that Seiberg 
does not teach the specific ceramides such as n-stearoyl-dihydrosphingosine or the particular 
ratios between ceramide and the peptide. Seiberg does not teach biotinylated peptides. Seiberg 
does not teach one specific embodiment involving all recited combinations or specific 
composition ratios or dosages. 

Lintner teach cosmetic compositions of peptides (claim 4). The peptides include chemical 
modifications at the N-terminus to enhance their activity, stability and to increase their 
lipophilicity (abstract). Examples of such modifications include addition of a palmitoyl group 
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(claim 1) or a biotin group (claim 4). Lintner teach a method of using the composition to inhibit 
the development of wrinkles (claim 16). 

Cauwet-Martin et al. teach a cosmetic composition containing a ceramide and a peptide 
(claim 1). Specifically, the ceramide n-stearoyl-dihydrosphingosine (also known as n-stearoyl- 
sphinganine) is taught in claim 1. The concentration by weight of the peptide to ceramide is 
taught to range from 1.5 to 10 (for example claim 9) such that the ceramide is provided in an 
amount that is greater then the polypeptide. Cauwet-Martin et al. teach a method of 
administering to the skin (claim 17). Cauwet-Martin et al. teach the use of surfactants in the 
composition (column 2 line 42), use as a solution (claim 1), and a composition containing at least 
one other ingredient such as water. 

Taken together, it would have been obvious to one of skill in the art use the prior art 
elements taught by Seiberg, Lintner, and Cauwet-Martin because the ingredients are all used for 
cosmetic compositions. One would have had a reasonable expectation for success since the 
elements are disclosed for the same use as cosmetics. 

Based on each of the three references, one of skill in the art would have been motivated 
to combine the disclosed elements to yield predictable results since the combination of elements 
are all recognized to be useful in cosmetic compositions. Further, one would have had reason to 
pursue the known options within his or her grasp. Specifically, Seiberg teach Palmitoyl-Val-Gly- 
Val-Ala-Pro-Gly-OH for use in cosmetics. Since Lintner teach that either a palmitoyl group or a 
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biotin group can be used at the N-terminus to enhance activity, stability, and Hpophilicity one 
would have been motivated to obtain the polypeptide of the current invention Biotin-Val-Gly- 
Val-Ala-Pro-Gly-OH. Further, the other elements such as the specific ceramide (n-stearoyl- 
dihydrosphingosine) taught by Cauwet-Martin are all present in the prior art and taught as useful 
for cosmetic compositions. Therefore, the combinations would have yielded predictable results 
to one of skill in the art at the time of the invention. 

The references do not teach one specific embodiment involving all recited combinations 
or specific composition ratios or dosages. It would have been obvious to one skilled in the art at 
the time of invention to determine all optimum and operable conditions (e.g. composition ratios 
and dosages), because such conditions are art-recognized result-effective variables that are 
routinely determined and optimized in the art through routine experimentation. ("[W]here the 
general conditions of a claim are disclosed in the prior art, it is not inventive to discover the 
optimum or workable ranges by routine experimentation." In re Aller, 220 F.2d 454, 456, 105 
USPQ 233, 235 (CCPA 1955). See MPEP § 2145.05). 

Briefly, the claims are generally drawn to a cosmetic composition and method of 

treatment. Regarding claim language, it is noted that section 2106 of the MPEP states: 

Language that suggests or makes optional but does not require steps to be 

performed or does not limit a claim to a particular structure does not limit the scope of a 

claim or claim limitatioa 

In the instant claims, language such as ^having anti-aging avitivty' and 'capable of 
providing xxx' do not limit the scope of the claim. 
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Conclusion 



No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ronald T. Niebauer whose telephone number is 571-270-3059. 
The examiner can normally be reached on Monday-Thursday, 7:30am-5 :00pm, alt, Friday, EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cecilia Tsang can be reached on 571-272-0562. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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